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DECI S| ON ON APPEAL

This is a decision on appeal fromthe final rejection of
claims 3-5, 10-12, 15-17 and 22-24. Appellant does not appeal

the final rejection of independent clains 1, 2, 13 and 14, nor
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does appel |l ant appeal the final rejection of clains 6-9 and

18-21.1

The invention pertains to word processing in general and
to annotation in a side margin of a word processing object in
particular. Clains 3 and 15 relate to aligning the annotation
with a selected |ocation and noving a portion of the
annotation to the next page. Cains 4 and 16 relate to addi ng
space in the body of the object in order to maintain alignnent
of the annotation and the selected | ocation after a revision
of the body. Cdainms 5 and 17 relate to the problem of overlap
of annotations when a single line in the body may have nore
t han one annotation associated wwth that line. dains 10 and
22 relate to formatting an annotati on i ndependently of the
body. Cdains 11 and 23 relate to setting a particular format
for the annotation. Clains 12 and 24 relate to locating a
plurality of annotations in alternating right and | eft side

mar gi ns of sequential pages of the body.

'An amendnent, filed Cctober 11, 1995 (Paper No. 6),
attenpted to cancel clains 3, 6-10, 15 and 18-22, while
anending clains 1, 2, 4, 5, 11-14, 16, 17, 23 and 24, but the
anmendnent was refused entry by the examn ner

-2-



Appeal No. 1996- 3750
Application No. 08/321, 058

Representative clainms 2, 3, 4 and 5 are reproduced as
fol |l ows:

2. A conputer inplenmented nmethod of annotating a
word processi ng object on a data processing system said word
processi ng object having a body with at | east one side nmargin,
conprising the steps of:

a) selecting a location in said body of said word
processi ng obj ect;

b) associ ating an annotation with said | ocation;

c) provi di ng said word processing object to an

out put means wth said annotation being |ocated in said side
mar gi n and adj acent to said selected |ocation in said body of
said word processing object;

d) revi sing said body; and

e) after revising said body, aligning said
annotation wth said selected |ocation such that said
annotation remains adj acent to said selected |ocation and in
said side margin.

3. The nmethod of claim2 wherein said step of
aligning said annotation with said selected |ocation, further
conprises the step of noving a portion of said annotation to a
next page.

4. The nethod of claim2 wherein said step of
aligning said annotation with said selected |ocation, further
conprises the step of adding space in said body so as to
mai ntai n the alignnent of said annotation and said sel ected
| ocati on.

5. The nethod of claim2 further conprising the
steps of:

a) determining if two selected |ocations are
contained in a single line of said body; and

b) if two selected locations are in a single |line

of said body, noving at | east one of said annotations
associated with said two selected |ocations in said side
margin within a predeterm ned nunber of |ines of said body so
that said annotations can be read w t hout overl ap.
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The exam ner relies on the follow ng references:

Barker et al. (Barker) 4,974,194 Nov. 27, 1990
Nor wood 5, 063, 600 Nov. 05, 1991
Cassorla et al.(Cassorla) 5,146, 552 Sep. 08, 1992

Clains 1 through 24 stand rejected under 35 U. S.C. § 103
as bei ng unpatentabl e over Norwood and Cassorla in view of
Bar ker .

Reference is nmade to the brief and answer for the

respective positions of appellant and the exam ner.

OPI NI ON
Since appel |l ant does not appeal the rejection of the
i ndependent cl ai ns, we assune that appellant does not dispute
the examner’'s application of the prior art against the
subj ect matter of these clainms. Accordingly, we concentrate
on the [imtations added to the independent clains by clains

3-5, 10-12, 15-17 and 22-24.
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Wth regard to clains 3 and 15, these clains further
limt the step and neans for aligning the annotation with the
selected location to “noving a portion of said annotation to a
next page.” Wile the applied references are all directed to
maki ng annotations in a word processi ng docunent, none of
t hese references discloses or suggests “noving a portion of
said annotation to a next page” in keeping the annotation
aligned with the selected portion of the body of the word
processi ng obj ect.

The exam ner contends that since Cassorla nentions that
the annotations are “strongly bound” to the structure relative
to which the annotation is positioned [colum 3, |ines 46-49],
novenent of the annotation to a next page “woul d have further
i ndi cated the bounded nature of the annotation with the
associ ated text” [answer-page 4]. W disagree. W find no
nexus between Cassorla’s recitation of annotations being
“strongly bound” to a structure and the exam ner’s concl usi on
that this would have |led the artisan to provide for “noving a
portion of said annotation to a next page,” as recited in
claims 3 and 15. The exam ner has provi ded absol utely no
evi dence of a suggestion by the applied references to split an
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annot ati on between pages in order to keep an annotati on
aligned with a selected |l ocation in the body of the word

processor object. Accordingly, there is no prim facie case

of obvi ousness established with regard to the subject matter
of instant clainms 3 and 15 and we will not sustain the
rejection of these clainms under 35 U.S.C. § 103 based on the
evi dence supplied by the exam ner.

Turning nowto clains 4 and 16, these clains add the
limtation of adding a space in the body so as to maintain
al i gnnent of the annotation with the selected |ocation. W
find no such teaching or suggestion in any of the applied
references. The exanmi ner, again, relies on the “strongly
bound” | anguage of Cassorla for a conclusion of obviousness
because “addi ng space so as to naintain the alignnent would
have further indicated the bounded nature of the annotation
with the associated text” [answer-page 5]. The exam ner
further contends that it “is well-known” [answer-page 11] to
add or delete space for aesthetic and practical docunent
| ayout and it woul d have been obvious "to have incorporated
the addition of space in order to provide alignment of an
annotation and its proper selection |ocation" [answer-page
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11]. However, the exam ner has pointed to nothing in the
appl i ed references which would have led the artisan to “add
space so as to maintain the alignnent...,” as clainmed. The
exam ner’ s concl usi on of obviousness appears to be based on
pure conjecture and hindsight with no evidence to support the
conclusion that it would have been obvious, within the meani ng
of 35 US.C 8§ 103, to provide for the addition of space in
t he body of the word processing object so as to maintain the
al i gnnment of the annotation and the selected |ocation. Thus,
we wll not sustain the rejection of clains 4 and 16 under 35
U S.C 8 103 based on the evidence provided by the exam ner.
Clains 5 and 17 relate to the situation where there are
annot ati ons associated with two sel ected | ocations contai ned
in a single line of the body wherein at | east one annotation
is noved within a predeterm ned nunber of |ines of the body so
that the annotations do not overlap. The exam ner contends
[ answer - page 11] that it would have been obvious “that sone
particul ar thing, nost obviously one of the annotations, mnust
be noved in order to allow the user visual and functiona
access to the two annotations.” The examner’s rationale
appears to be based on hindsight gleaned fromappellant’s
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di scl osure since there is no indication in the four corners of
any of the references of the I[imtation set forth in clains 5
and 17. Accordingly, we will not sustain the rejection of
clainms 5 and 17 under 35 U. S. C

8§ 103.

We turn, now, to clainms 10 and 22. These clains call for
“formatting said annotation i ndependently of said body and
provi di ng said word processing object to said output neans
wth said formatted annotation.” In order to provide for this
[imtation, the exam ner relies on Norwood' s disclosure, at
colum 12, lines 5-10, that a user “may not annotate
t hroughout the body of the text but may wite notations above
and aside the text window.” The exam ner concludes fromthis
that the annotated note in Norwood is formatted i ndependently.
The exam ner al so contends [answer-page 11] that “it is well-
known in the art that portions of docunents may be separately
formatted...” W do not consider the handwitten notations in
Norwood to be “formatting,” as clained, since formatting
requires the ability to change things such as fonts, line
spacing, line density, etc. There is no formatting of an
annot ati on i ndependent of the body of the word processing

- 8-



Appeal No. 1996- 3750
Application No. 08/321, 058

object in Norwood, or in Cassorla or Barker for that matter,
as claimed. Wile, it may be “well-known” that portions of
docunents nmay be separately fornmatted (e.qg., different

par agraphs in a docunent may have different fonts), the

exam ner has proffered no evidence that it would have been
obvious to format an annotation separately and i ndependently
of the body of a word processing object where such annotation
isin typed formand is |located in a side nmargi n and adj acent
to a selected location in the body of the word processing
object. Accordingly, we will not sustain the rejection of
clains 10 and 22 under 35 U.S.C. § 103.

Clainms 11 and 23 depend fromclains 10 and 22,
respectively. Therefore, since we have not sustained the
rejection of clains 10 and 22, we also will not sustain the
rejection of clains 11 and 23 under 35 U.S.C. 8§ 103 based on
the sane prior art references.

Clainms 12 and 24 recite that the body is segnented into
pages and that a plurality of annotations is located “in
alternating right and |l eft side margi ns on sequential pages.”
The exam ner relies on Figure 2 of Barker show ng an
annotation in a |left side margin and concl udes therefromthat
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it would have been obvious “to include a right side nargin as
wel | since the paper docunents that these conputer rel ated

i nventions enmul ate were known to have both right and |eft
mar gi ns” [answer-page 9]. The exam ner also states, at page
12 of the answer, that “annotations wthin the left or right
mar gi ns woul d be equival ent, and the aspect of alternating
bet ween margi ns nerely provides enhanced readability.” It is
cl ear, once again, that the exam ner’s concl usions can only be
based on i nperm ssi bl e hindsight gl eaned froma readi ng of
appel lant’s own di sclosure since there is not one scintilla of
evidence within any of the applied references that would
support a finding of obviousness of the instant clained
subject matter. None of the references suggests, in any way,
that a plurality of annotations should be |located “in
alternating right and |l eft side margi ns on sequential pages.”
Wiile it may be an easy thing to do once the artisan is told
what to do, as by appellant’s disclosure, there is no
suggestion by the prior art of record for providing
annotations in such an alternating fashion. W wll not
sustain the rejection of clains 12 and 24 under 35 U. S.C. §
103 based on the evidence provided by the exam ner.

-10-



Appeal No. 1996- 3750
Application No. 08/321, 058

The decision of the exam ner rejecting clains 3-5, 10-12,

15-17 and 22-24 under 35 U.S.C. 8 103 is reversed.

REVERSED

ERROL A. KRASS
Adm ni strative Patent Judge

LEE E. BARRETT
Adm ni strative Patent Judge
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JOSEPH F. RUGE ERO
Adm ni strative Patent Judge
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